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THE MAILING DATE OF THIS COMMUNICATION " MONTH(S) FROM 

■ KS?^ '« "° -en,. Howeve, may a reply be « me , y n led 

Status 

1)13 Responsive to communication(s) filed on 05 February 2004 
2aM This action is FINAL. 2b)Q This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) KI Claim(s) 1-23.26.28.29 and 31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1-23.26.28.29 and 31 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) _ are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D AH b)Q Some * c)D None of: 

Certified copies of the priority documents have been received. 

Certified copies of the priority documents have been received in Application No. 



1. D 

2. D 

3. D 



Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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Response to Amendment 

The amendment filed 2/05/2004 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

Jifm^ C ^ Cati l n Sf i a " c ° nc,u ? e with one or m °re claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. a.snnctiy 

Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

In claim 5, the use of the "I" in the formula is confusing. The "I" in the formula appears to be used 
to designate a covalent bond. However, this is not standard practice for drawing such chemical bonds 
and it is confusing as to whether this is a bond or a variable. It is suggested that the "I" in the formula are 
changed to "I" (straight lines) to clarify. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 

by n ?nothe^ ^ * 9PP,iCant f ° r ^ or on an IniStol ^E2„ 

Dy another who has fulfilled the requirements of paragraphs m (2) and U\ nf ^r-r, nr , -»7i/v\^!f •Ki- 
ttle before the invention thereof by the applicant for patent ( ' 1 (C) ° f 

Claims 1-23, 26, 28, 29 and 31 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Tomalia (US 5,714,166), as set forth in the last office action. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

^iS^oTlJ^^?^!!? inVe K nt, '° n iS " 0t identical| y disc,osed or described as set 
rorth in section 1 02 of this title, if the differences between the subject matter sought to be oatented anrf 
the prior art are such that the subject matter as a whole would hale been obvious al ?he time £ e 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-23, 26, 28, 29 and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tomaiia (US 5,714,166), as set forth in the last office action. 

Response to Arguments 

Applicant's arguments filed 2/5/2004 have been fully considered but they are not persuasive. 

Applicant asserts that while Tomaiia discloses that the core may include one or more dendrimers 
extending therefrom and may be asymmetrical, Tomaiia fails to teach dendrimers extending to only one 
side of the core. 

This is not found persuasive for various reasons. First, it is noted that Tomaiia does disclose 
asymmetrical (unsymmetrical) dendrimers, as set forth columns 3-4 and figure 2. Further, these 
compounds are within the scope of "in one direction" as claimed. First it is noted that "radially" (meaning: 
branching out in all directions) and "in one direction" as recited together in the claims is somewhat 
contradictory. However, this recitation was interpreted that the dendrimer extends from a single bond 
from the core and extends out therefrom in all directions (radially). This is the type of compound that is 
shown by Tomaiia in Fig. 2 and described in columns 3-4. Also, as agreed by applicant, Tomaiia 
discloses compounds having "one or more" dendrimer(s) extending from the core. Having one dendrimer 
would be within the scope of "in one direction" as the single dendrimer would extend from the core in a 
single direction then branch out radially, as claimed, see, for example, columns 42-43 of Tomaiia. 
Tomaiia discloses that the preferred dendrimers have a univalent core, which means that the polymer 
backbone would extend in a single direction from the univalent bond of the core and branch out therefrom 
radially, as claimed, see column 30, lines 51+. Further, the instant claims are not differentiated over 
Tomaiia in that the claimed "compound" is defined using open-ended terminology, by reciting "A 
compound comprising" and therefore the compound, while requiring a polymer backbone comprising a 
plurality of amine-containing acids extending asymmetrically in one direction from a central core, would 
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not exclude additional polymer backbones in the compounds. It is further noted that claim 28 does not 
contain the limitation to which applicant asserts differentiates overTomalia. 



No claims are allowed at this time. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Michael G. Hartley whose telephone number is (571) 272-0616. The examiner can 
normally be reached on M-F, 7:30-5, off alternative Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Thurman K. Page can be reached on (571) 272-0602. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-21 7-91 97 (toll-free). 
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